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II. REMARKS 

A. Introduction 

In this Office Action claims 1-31 are noted as pending and are rejected. 

In this Response the specification is amended to a minor extent to update the priority 
claim and to improve clarity/spelling/grammar, claims 1-4 and 16-31 are canceled, Independent 
claims 5, 7, 9, 11, 12 and 14 are amended, new claims 32-57 are added to afford a differing 
scope of protection for the invention to which the applicants are entitled, and remarks are 
provided. 

B. New Claims 

New dependent claims 32-37 recite the battery as a button-type as shown in Figs. 8-13 
and described in the related written description. 

New dependent claims 38-43 recite the configuration of various embodiments of the at 
least one conductive member as described at, e.g., paragraphs 45 and 47 of the present 
application. 

New dependent claims 44 and 45 recite the orientation of the battery axis relative to the 
axis of the cylindrical case, as described at paragraphs 47 and 48. 

New dependent claims 46-51 recite the recesses previously recited in, e.g., claim 3 and 
shown in, e.g., Figs. 2, 6 and 7. 

New claims 52-57 recite an electrical connection to the cylindrical conductive portion as 
shown in Fig. 6 and described at numbered paragraph 42. 

C. Request for Acknowledgement of 
Information Disclosure Statements 

.>^'^nformation Disclosure Statements were filed October 6, 2003 and July 22, 2004, copies 
attached with copies of date-stamped postcard and facsimile transmittal, respectively. It is 
believed that the USPTO's PAIR acknowledges receipt of same, as indicated on the attached 
printout of the relevant webpage. 

It is respectfully requested that the PTO-1449's attached to these Information Disclosure 
Statements being countersigned by the Examiner and returned to the undersigned. 
The Examiner's attention to this matter is appreciated. 
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D. Rejection of Claims 9 and 11 Under 35 U.S.C. S 112. Second Paragraph 

These claims have been rejected for lacking antecedent basis. These claims have been 
amended appropriately herein and are believed to fully comply with Section 112. 

E. Rejection of Claims 1-31 Under 35 U.S.C. 102/103 

Claims 1-4 and 22-25 are rejected as being anticipated bv Tsuzaki et al. The remaining 
claims 5-21 and 26-31 are rejected as being made obvious by a combination of TsuzakI et 
aL and Itou . 

As noted above, claims 1-4, 16-25 and 30-31 are canceled so the rejections thereof are 
moot. However, for the following reasons, it is respectfully submitted that the present invention, 
as recited by amended claims 5-15, 26-29 and 32-57, was neither anticipated nor rendered 
obvious by the cited art. 

Tsuzaki et al . relates to a motor having a weight thereon to generate a vibration alarm for 
a cellular phone, or the like. See, e.g., Col. 1 , lines 8-11 and 33. This reference teaches the 
use of first and second terminal plates 4 and 5, the latter of which includes an extension 5a 
which externally connects to a cylindrical case 6 so that the latter serves as an electrode. 

Tsuzaki et aL differs from the present invention, as recited by the independent claims, in 
at least the following significant regards. 

The present invention is directed to a removable motor for a toy vehicle (see, e.g., 
numbered paragraphs 54, first line, and 56, second to last line), whereas the Tsuzaki et al . 
vibration motor is for a cell phone alarm, as noted above. There is no suggestion in Tsuzaki et 
al. that the vibration motor (weight on the motor shaft) can be used to power a toy vehicle, and it 
is questioned whether such a vibratory motor could be so used. 

In Tsuzaki et al . the electric power supply terminal (2) that connects to the power source 
(Col. 4, lines 4-8) has a projection that is simply received within an opening in the insulative 
member la of the bracket 1 (which is defined as including a first bracket portion la and a 
second bracket portion lb). See Figs. 1, 5 and 9 and Col. 3, lines 11-14. The projection on 
terminal 2 does not appear to contact the bracket portion la in the opening. This opening and 
clearance is likely necessarily to allow for the spot welding (Col. 3, line 28) of the projection of 
member 2 to the terminal plate 4, with the bracket la therebetween, during assembly of the 
overall bracket 1 . 

The present invention relies upon the first electrode/electrical terminal 41 being in lateral 
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contact with the insulative member 4 to provide support and therefore rigidity thereto. See, e.g., 
Figs. 5-7 and page 8, numbered paragraph 56. 

Also, the projection of Tsuzaki et al . does not extend through the bracket 1 (Fig. 1 ), only 
through the bracket portion 1a, as it terminates at terminal plate 4. According to the present 
invention the first electrode/electrical terminal extends through the end case/small case body. 

Further, the first electrode (first conductive piece 41) of the present Invention extends 
substantially in a direction parallel to the axis of the cvlindrical conductive member , whereas 
with Tsuzaki et al .. the electric power supply terminal (2) is substantially planar and extends 
perpendicular to the axis of the cylindrical case (6). See. e.g.. Figs. 1 , 2, 4 and 5. 

New dependent claims 52-57 recite a conductive piece extending between the exterior 
of the insulative small case body (end case) and the interior of the cylindrical conductive portion. 
In Tsuzaki et al .. the connection (5a) between an electrode and the conductive case (6) is spot 
welded (Col. 3, line 30) to the exterior of the case (6). With the present invention, this electrical 
connection extends between the exterior of the insulated small case member (4) and the interior 
of the conductive cylindrical case (6). This structure leads to easier assembly because Tsuzaki 
et al.'s soldering is not required to electrically connect the cylindrical case. Further, by having 
the connection on the interior, the electrical connection is less likely to be damaged when the 
motor is removed and replaced. See, e.g., paragraph 56, line 7. 

It is not believed that Tsuzaki et al. similariy suggests catching an electrical connection 
between the respective walls of the conductive cylindrical case and insulative end case. Such 
would require modification of the terminal plate 5 which is not contemplated by Tsuzaki et al . 
Also, the bracket la does not include any structure for receiving such an intermediary 
connection, unlike the present invention which shows in Fig. 6 the space between the interior of 
the insulated member 4 and the cylindrical conductive portion 6, near the recess 5, for this 
purpose. 

In light of the above, it is respectfully submitted that Tsuzaki et al. fails to disclose each 
and every feature recited in the above-discussed claims. Thus, the question under Graham v. 
John Deere is whether ]tou compensates for the shortcomings in Tsuzaki et al. . and offers a 
motivation for making any required substitutions to arrive at the presently recited invention. It is 
respectfully submitted that the answer is no. 

Itou merely shows a way to connect and disconnect electrically a battery and a motor by 
engaging/disengaging a motor housing from a battery housing. Two motor end terminals 13 
and 10 are engaged with terminals on a battery by rotating the battery housing. This structure, 
unlike Tsuzaki et al. is applied to a toy, but still fails to teach at least the combination of recited 
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features described above regarding the structure of the first and second electrodes of the 
motor/motor unit of the present invention. 

III. CONCLUSION 

In light of the above amendments and remarks, it is respectfully submitted that claims 5- 
1 5 and 32-57 are now in condition for allowance. 

If there are any additional fees associated with this Response, please charge same to 
our Deposit Account No. 19-3935. 

Finally, if there are any fomial matters remaining after this Response, the undersigned 
would appreciate a telephone conference with the Examiner to attend to these matters. 



Respectfully submitted, 
STAAS & HALSEY LLP 



Date: 




1201 New York Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
TakashI KIKUCHIHARA et al. 
Application No.: 10/678.258 
Filed: October 6, 2003 



Group Art Unit: 2834 
Examiner: Karen B. Addison 



For: MOTOR AND ATTACHMENT STRUCTURE 



INFORMATION DISCLOSURE STATEMENT 



Commissioner for Patents 
PO Box 1450 

Alexandria. VA 22313-1450 



Sin 

In accordance with the duty of disclosure provisions of 37 CFR § 1 .56, there is hereby 
provided certain information which the Examiner may consider material to the examination of 
the subject U.S. patent application. It is requested that the Examiner make this information of 
record if it is deemed material to the examination of the subject application. 



1 . Enclosures accompanying this Infomiation Disclosure Statement are: 

la. ^ Form PTO-1 449. 

1b. □ Copies of IDS citations. 

1 c. □ An English language copy of search report(s) from a counterpart foreign 

application or a PCT International Search Report. 
Id. □ English language translation (complete or relevant portion(s)) attached to 

each non-English language publication. 
1 e. □ Explanations of Relevancy of References (ATTACHMENT 1 (e), hereto) for 

providing a concise explanation of each non-English publication. 
1f. □ List of Copending Applications (ATTACHMENT 1 (f). hereto). 
1 g. □ List of Additional Submitted Documents (ATTACHMENT 1 (g), hereto). 

2. S This Infomnation Disclosure Statement is filed under 37 CFR §1 .97(b): 

{Check either Item 2a or 2b or 2c or 2d) 
2a. □ Within three months of the filing date of a national application other than a 

Continued Prosecution Application under § 1 .53(d); 
2b. □ Within three months of the date of entry of the national stage as set forth in 

§ 1 .491 in an international application. 
2c. ^ Before the mailing of a first Office Action on the merits; or 
2d. □ Before the mailing of a first Office Action after the filing of a Request for 

mitted via facsimile to: Commissioner for Patents. 
PO. Box 1450. Wexandria, VA 22313-1450 
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3. □ This Information Disclosure Statement is filed under 37 CFR § 1 .97(c) after the period 

specified in paragraph 2 above but before the mailing date of any of a Final Office 
Action under § 1.113. a Notice of Allowance under § 1.311 or an action that otherwise 
closes prosecution in the application, AND 

{Check either Item 3a or 3b; Item 3b to be checked if 
any reference known for more than 3 months) 

3a. □ The §1 .97(e) Statement in Item 5 below is applicable; OR 
3b. □ The $180.00 fee set forth in 37 C.F.R. §1.17(p) is: 
n enclosed. 

□ to be charged to Deposit Account No. 1 9-3935. 

4. □ This Information Disclosure Statement is filed under 37 CFR §1 .97(d) after the period 

specified in paragraph 3 above, but on or before payment of the Issue Fee, AND 

4a. □ The § 1 .97(e) Statement in Item 5 below Is applicable; AND 
4b. □ The $180.00 fee set forth in 37 C.RR. §1.17(p) is: 

□ enclosed. 

□ to be charged to Deposit Account No. 1 9-3935. 

5. □ Statement under § 1 .97(e) {applicable if Item 3a or Item 4a is checked) 

{Check either Item 5a or 5b) 
5a. □ In accordance with 37 CFR § 1 .97(e)(1), it is stated that each item of 
information contained in this Infomriation Disclosure Statement was first 
cited in any communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing of this 
Information Disclosure Statement. 
5b. □ In accordance with 37 CFR § 1 .97(e)(2), it is stated that no item of 

information contained in this Infomiation Disclosure Statement was cited in 
a communication from a foreign patent office in a counterpart foreign 
application and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in this 
Information Disclosure Statement was known by any individual designated 
in §1. 56(c) more than three months prior to the filing of this Information 
Disclosure Statement. 

continuation/divisional/continuation-in-part application under 37 CFR § 

{Check appropriate Items 6a and/or 6b) 

Copies of the publications listed on the attached Form PTO-1449 which 
were previously cited in prior application Serial No. 09/734,703, filed on 
December 13, 2000, and which is relied on for an earlier effective filing date 
for the subject application under 35 U.S.C. § 120, have been omitted 
pursuant to 37 CFR § 1 .98(d). 

Copies of the publications listed on the attached Form PTO-1449 which 

were not previously cited in prior application Serial No. , filed on , and 

which is relied on for an eariier effective filing date for the subject 
application under 35 U.S.C. § 120, are provided herewith. 



6. El This is a 
1.53(b). 

6a. 

6b. □ 
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7. □ This is a continuation/divisional application under 37 CFR § 1 .53(d) or a Request for 

Continued Examination under 37 CFR 1.114. 

{Check either Item 7a or 7b) 
7a. □ The Issue Fee has not been paid. 

7b. □ A Petition to Withdraw from issue under 37 CFR § 1 .31 3(c) is filed 

concurrently herewith or has been granted. A continuation/divisional 
application under 37 CFR § 1.53(d) or a Request for Continued 
Examination under 37 CFR 1.114. after payment of the Issue Fee, is 
proper in accordance with 37 CFR § 1.53(d)(1)(il) or 37 CFR 1 .114(a), 
respectively. 

8. □ This is a Supplemental Information Disclosure Statement. 

{Check either Item 8a or 8b) 

8a. □ This Supplemental Information Disclosure Statement under 37 CFR § 

1 .97(f) supplements the Information Disclosure Statement filed on . A 

bona fide attempt was made to comply with 37 CFR § 1 .98, but inadvertent 
omissions were made. These omissions have been corrected herein. 
Accordingly, additional time is requested so that this Supplemental IDS can 
be considered as if properly filed on 

8b. □ This Supplemental Infonmation Disclosure Statement is timely filed within 
one (1 ) month of the Notice under 37 CFR § 1 .97 and 1 .98. mailed . 

9. ^ In accordance with 37 CFR § 1 .98, a concise explanation of what is presently 

understood to be the relevance of each non-English language publication is: 
{Check appropriate Items 9a, 9b, 9c and/or 9d) 

9a. □ satisfied because all non-English language publications were cited on the 
enclosed "English language version of the search report or action which 
indicates the degree of relevance found by the foreign office". (See MPEP 
§ 609, Minimum Requirements for an Information Disclosure Statement, 
Part A(3): Concise Explanation of Relevance, 8th Ed.) 

9b. 13 set forth in the parent application identified above. 

9c. □ satisfied because an English language translation (complete or relevant 
portion(s)) is attached to each non-English language publication. 

9d. □ enclosed as Attachment 1(e), hereto. 

10. No admission is made that the information cited in this Statement is, or is considered to 
be, material to patentability nor a representation that a search has been made (other 
than search report(s) from a counterpart foreign application or a PCT International 
Search Report. If submitted herewith). 37 CFR §§ 1.97(g) and (h). 
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1 1 . The Commissioner is authorized to aedit any overpayment or charge any additional fee 
required under 37 CFR § 1.17 for this Information Disclosure Statement to Deposit 
Account No. 19-3935. 

Respectfully submitted, 
STAAS & HALSEY LLP 
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1201 New York A\/e., N.W., Suite 700 
Washington, D.C. 20005 
Telephone: (202) 434-1500 
Facsimile: (202) 434-1501 
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In accordance with the duty of disclosure provisions of 37 CFR § 1 .56, there is hereby 
provided certain information which the Examiner may consider material to the examination of the 
subject U.S. patent application. It is requested that the Examiner make this infonmation of record 
If it is deemed material to the examination of the subject application. 

1 . Enclosures accompanying this Information Disclosure Statement are: 
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lb. □ Copies of IDS citations. 

1c. □ An English language copy of search report(s) from a counterpart foreign 

application or a PCT Intemational Search Report. 
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2. S This Information Disclosure Statement is filed under 37 CFR §1 .97(b): 
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2d. □ Before the mailing of a first Office Action after the filing of a Request for 

Continued Examination under § 1.114. 
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3. D This Information Disclosure Statement is filed under 37 CFR § 1 .97(c) after the period 

specified in paragraph 2 above but before the mailing date of any of a Final Office 
Action under § 1.113, a Notice of Allowance under § 1.311 or an action that otherwise 
closes prosecution in the application, AND 

. {Check either Item 3a or 3b; Item 3b to be checked if 
any reference known for more than 3 months) 

3a. □ The §1 .97(e) Statement in Item 5 below is applicable: OR 
3b. □ The $180.00 fee setforth in 37 C.F.R. §1.17(p) is: 
O enclosed. 

□ to be charged to Deposit Account No. 19-3935. 

4. □ This Information Disclosure Statement is filed under 37 CFR §1 .97(d) after the period 

specified in paragraph 3 above, but on or before payment of the issue Fee, AND 

4a. □ The § 1 .97(e) Statement in Item 5 below is applicable; AND 
4b. □ The $180.00 fee setforth in 37 C.F.R. §1.17(p) is: 

□ enclosed. 

Q to be charged to Deposit Account No. 19-3935. 

5. □ Statement under § 1 .97(e) {applicable if Item 3a or Item 4a is checked) 

{Check either Item 5a or 5b) 

5a. O In accordance with 37 CFR § 1 .97(e)(1 ), it is stated that each item of 
infomnation contained in this Infonnation Disclosure Statement was first 
cited In any communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing of this 
Information Disclosure Statement. 

5b. □ In accordance with 37 CFR § 1 .97(e)(2), it is stated that no item of 

Information contained in this Information Disclosure Statement was cited in 
a communication from a foreign patent office in a counterpart foreign 

application and, to the knowledge of the perepn signing, thejpertificatipn . , 

after making reasonable inquiry, no item of information contained in this 
Information Disclosure Statement was known by any individual designated 
in §1 .56(c) more than three months prior to the filing of this Information 
Disclosure Statement. 

6. ^ This is a continuation/divisional/continuation-in-part application under 37 CFR § 

1.53(b). 

{Check appropriate Items 6a and/or 6b) 

6a. ^ Copies of the publications listed on the attached Fomn PTO-1449 which 
were previously cited in prior application Serial No. 09/734.703, filed on 
December 13, 2000, and which is relied on for an eariier effective filing date 
for the subject application under 35 U.S.C. § 120, have been omitted 
pursuant to 37 CFR § 1.98(d). 

6b. □ Copies of the publications listed on the attached Forni PTO-1449 which 

were not previously cited in prior application Serial No. , filed on , and 

which is relied on for an eariier effective filing date for the subject 
application under 35 U.S.C. § 120, are provided herewith. 
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7. □ This is a continuation/divisional application under 37 CFR § 1 .53(d) or a Request for 

Continued Examination under 37 CFR 1.114. 

{Check either Item 7a or 7b) 
7a. □ The Issue Fee has not been paid. 

7b. □ A Petition to Withdraw from issue under 37 CFR § 1 .31 3(c) is filed 
concurrentiy herewitti or has been granted. A continuation/divisional 
application under 37 CFR § 1 .53(d) or a Request for Continued Examination 
under 37 CFR 1.114. after payment of the Issue Fee. is proper in 
accordance with 37 CFR § 1 .53(d)(1 )(ii) or 37 CFR 1 .1 14(a), respectively 

8. □ This is a Supplemental Infomriation Disclosure Statement. 

{Check either Item 8a or 8b) 

8a. □ This Supplemental Infomiation Disclosure Statement under 37 CFR § 

1 .97(f) supplements the Infomiation Disclosure Statement filed on . A 

bona fide attempt was made to comply with 37 CFR § 1 .98, but inadvertent 
omissions were made. These omissions have been con-ected herein. 
Accordingly, additional time is requested so tfiat this Supplemental IDS can 
be considered as If properly filed on . 

8b. □ This Supplemental Infomiation Disclosure Statement is timely filed within 
one (1) montii of the Notice under 37 CFR § 1.97 and 1.98, mailed . 

9. □ In accordance witii 37 CFR § 1 .98, a concise explanation of what is presentiy 

understood to be tiie relevance of each non-English language publication Is: 
{Check appropriate Items 9a, 9b, 9c and/or 9cl) 
9a. □ satisfied because all non-English language publications were cited on the 
enclosed "English language version of tiie search report or action which 
indicates the degree of relevance found by ttie foreign office". (See MPEP 
§ 609, Minimum Requirements for an Information Disclosure Statement, 

Part A(3): Concise Explanation of Relevance, 8th Ed.) 

9b. □ set forth in ttie application. 

9c. □ satisfied because an English language translation (complete or relevant 

portion(s)) is attached to each non-English language publication. 
9d. □ enclosed as Attachment 1(e). hereto. 

10. No admission is made that the infomiation cited in this Statement is, or is considered to 
be, material to patentability nor a representation that a search has been made (otiier 
tiian search report(s) from a counterpart foreign application or a PCT International 
Search Report, if submitted herewitii). 37 CFR §§ 1.97(g) and (h). 
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11. 



The Commissioner Is authorized to credit any overpayment or charge any additional fee 
required under 37 CFR § 1.17 for this Information Disclosure Statement to Deposit 
Account No. 19-3935. 



Respectfully submitted, 
STAAS & HALSEY LLP 




Dated: 

1201 New York A^e.. 
Washington, D.C. 20005 
Telephone: (202) 434-1500 
Facsimile: (202)434-1501 



Suite 700 




Mlliam F. Mepb^rt 
Registration No. 31,024 
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